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- 77?e MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communication(s) filed on 22 December 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11,453 O.G.213. 

Disposition of Claims 

4) ^ Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1) O Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 
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4) CD Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

Claims 1-7 are rejected under 35 U.S.C. 101 because the claimed invention is directed to non-statutory 
subject matter as set forth in the previous office action. 

Applicant argues that rejection stating that "writings are indeed created" and PTO Guidelines. 

The Interim Guidelines specifically set forth that "Rules to play a game" per se are not in the statutory 
categories. 

As set forth in the previous office action it is the MPEP that dictates that (MPEP 2105) 

"If the broadest reasonable interpretation of the claimed invention as a whole 
encompasses a human being, then a rejection under 35 U.S.C. 101 must be made 
indicating that the claimed invention is directed to nonstatutory subject matter." 

Additionally, would this appear to fall into the category of a manipulation of abstract 
ideas in how a group should "interact". Appicant's invention is NOT to produce "writing". 
MPEP 2106 gives a little guidance in that it states. 

While a "process" is well recognized as statutory subject matter, not every process falls within the 
"useful arts" under 101. Cochrane v. Deener, 94 U.S. 780, 788 (1877) define "a process is... an act or series of acts, 
performed upon the subject matter to be transformed and reduced to a different state or thing. 

There is no physical transformation of the "groups" from one state to another state as required by the Interim 

Guidelines. There is no evidence of record that practicing this method transforms the groups into a different state 

after practicing the claimed method to something other than that which they existed before practicing the claimed 

method. 

Lastly, the examiner's position is based on the fact that it has been held that the claimed invention as a 
whole must accomplish a practical application. That is, it must produce a "useful, concrete and tangible result." State 
Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. Therein defined limits patent protection to inventions that possess 
a certain level of "real world" value, as opposed to subject matter that represents nothing more than an idea or 
concept. (Brenner v. Manson, 383 U.S. 519, 528-36, 148 USPQ 689, 693-96); In re Ziegler, 992, F.2d 1 197, 1200-03, 
26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 

Applicant has not shown where there exists a "concrete or tangible result or a practical application. In the 
instant invention the results are intangible . The groups of "persons", words and generated texts exist the same after 
the applicant's process is performed as they did before the process. 
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Applicant believes his invention meets the standard under 101 as being directed at an 
"enhanced storytelling and idea generation". Examiner does not agree since "idea generation" 
does not fall within 101. An idea inherent unto itself is something intangible. Applicant states 
that participants come up with stories, ideas and other creative writing forms which are a 
"tangible use of the game apparatus". However, the claims fail to recite anything pertaining to 
"stories". Further the method is not for creating stories and writing theses stories and writings, 
even if a result of the claimed method, have not been shown to be useful or have a practical 
application. As such this argument is unpersuasive. 



Applicants arguments filed 12/22/05 are not persuasive as set forth above with respect to the rejection 
under 101. 



Any inquiry concerning this communication or earlier communications from the examiner should be directed 
to William Pierce whose telephone number is 571-272-4414 and E-mail address is bill.pierce@USPTO.gov. The 
examiner can normally be reached on '^^^^^^^^MM^^^^M- 




If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Gene Kim can 
be reached on 571-272-4463. The fax phone number for the organization where this application or proceeding is 
assigned is 571 -273-8300. 

Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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